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Art Unit: 2661 

DETAILED ACTION 
Claim Objections 

1 . Claim 6 is objected to because of the following informalities: "... call my be connected ..." 
For consistency, it should be changed to . .call may be connected. . Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1 and 2 are rejected under 35 U.S.C. 102(e) as being anticipated by Ertugrul (U.S. 
202/0087645A1). 

Regarding Claims 1 and 2, Ertugrur645 discloses a method for enhancing the use of 
the Internet (see page 3, paragraph 37; voice-over-IP communication), comprising: 

installing software into an Intemet connection device (see FIG. 5, Recipient 
personal computer; see page 2, paragraph 11; note that voice-over-IP service is being 
acquired by the customers (i.e* sender and receiver). Thus, it is clear that recipient 
computer must be Intemet connection computer) to enable said connection device to add 
a link (see FIG. 2, voice label 204) to an e-mail message (see FIG. 2, e-mail message 200) 
requesting a recipient of the e-mail (see FIG. 2, a recipient 212) to place a telephone call to 
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a designated telephone number (see page 3, paragraph 37; page 1, paragraph 9; note that 
upon selecting a voice label/button in the e-mail message, the recipient computer will 
automatically download/install an applet/software in order to initiate/place a voice- 
over-IP conversation with the designated sender's telephone/modem number); and 

wherein said Unk includes information to enable the e-mail recipient (see FIG. 2, a 
recipient 212) to download a conputer program (see page 1, paragraph 9; a software 
package) into the e-mail recipient's computer (see FIG. 2, a recipient 212 computer) to 
facilitate the placing of said telephone call from the e-mail recipient's computer (see page 3, 
paragraph 26; note that the voice label includes the information which cause/enable the 
recipient computer to download an applet/software to place a voice-over-IP 
conversation). 

3. Claim 5,7, and 8 are rejected under 35 U.S.C. 102(e) as being anticipated by Edwards (U.S. 
6,502,127). 

Regarding Claims 5,7, and 8, Edwards* 127 discloses a method of providing 
communications, comprising: 

receiving on a first server (see FIG. 1, E-mail server 40) an e-mail transmission from 
a first Intemet connection device originated by a first e-mail user (see FIG. 1, a message 
from the first worker A desktop/personal computer 30 which connects to Intemet 16; 
see coL 4, lines 32-33, 37-38), said e-mail transmission including a link which when 
displayed on a second Intemet connection device (see FIG. 3C, a call back 326 link 
displays on e-mail message of the worker B/C; see coL 5, lines 27-29) enables a second e- 
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mail user of said second Internet connection device (see FIG. 1, second worker B/C 
desktop/personal computer 30 connects to Internet 16; see col. 4, lines 32-33, 37-38) to 
initiate voice communication between said second Intemet connection device and a 
telephone number specified in said link (see coL 5, lines 36-47; note that when the call 
back link/button is selected, a voice communication is setup between the desktop 
computer and the accounting department telephone 25); 

transmitting said e-mail message from said first server to an address of said second 
Intemet connection device (see coL 4, lines 40-52; note that e-mail message from the 
email server 40 is transmitted to the e-mail client 130 of the worker B/C desktop 
computer 30); and 

generating a telephone call (see FIG. 1, by selecting a call back 326 button) from 
said second Intemet connecting device to said telephone number (see coL 5, lines 36-47; 
note that when the call back link/button is selected it, a voice communication is setup 
between the worker B/C computer and the accounting department telephone 25). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. i 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claim 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ertugrur645 in 
view of Ma (U.S. 6,373,857). 

Regarding claim 3, Ertugrur645 discloses a method of communication utilizing the 
Internet (see page 3, paragraph 37; voice-over-IP communication), comprising: 

receiving on a server (see FIG. 1, Recipient E-mail Server) an e-mail message 
transmitted from a first computer (see FIG. 1, Sender E-mail cUent computer; see page 1, 
paragraph 9), which email message (see FIG. 2, e-mail message 200) includes a request to 
an intended recipient of the e-mail (see FIG. 2, a recipient 212 email address) for a retum 
telephone call (see FIG. 2, voice label 204) to a telephone number designated in the e-mail 
(see page 3, paragraph 37; page 1, paragraph 9; note that the email message contains a 
voice label/button requesting a recipient computer to initiate/place a phone call with the 
sender's telephone/modem number); 

transmitting said e-mail message to a second computer (see FIG. 1, Recipient E-mail 
Client computer) specified in an address associated with said e-mail message (see FIG. 1, 
Recipient E-mail server sends e-mail message to Recipient E-mail client address (i.e. 
recipient address 212, see FIG. 2); see page 3, paragraph 34-35); 

a telephone call originated on said second computer may be routed to said telephone 
number designated in said e-mail message (see page 3, paragraph 26; note that the by 
selecting a voice label in the email message of the recipient's computer causes the a 
voice call back to the sender's telephone/modem number). 

wherein said Unk includes information to enable the e-mail recipient (see FIG. 2, a 
recipient 212) to download a conputer program (see page 1, paragraph 9; a software 
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package) into the e-mail recipient's conputer (see FIG. 2, a recipient 212 computer) to 
facilitate the placing of said telephone call from the e-mail recipient's computer (see page 3, 
paragraph 26; note that the voice label includes the information to cause/enable the 
recipient computer to download an applet/software to place a voice-over-IP 
conversation), 

Ertugrur645 does not explicitly disclose including in said e-mail transmission the 
address of a gatekeeper, said gatekeeper adapted to supply an address of a gateway. 

However, the above-mentioned claimed limitations are taught by Ma'857. In 
particular, Ma'857 teaches transmission of the address of a gatekeeper (see FIG. 1, 
Gatekeeper 108 or 109; FIG. 4, step 402-406; note that a gatekeeper address is 
transmitted) said gatekeeper adapted to supply an address of a gateway (see FIG. 1, 
Gateway 104 or 106; see col. 7, lines 20-44; note that gatekeeper must administer the 
gateways addresses in order to setup the connection) through which a telephone call 
originated on said second computer may be routed to said telephone number (see col. 4, lines 
53-62 and coL 5, lines 6-18; note that gateways provides the translations between 
transmission formats. Thus, it clears that the call between computer terminals 121 and 
118 can be routed to telephone 112 via gateways). Also, note that Ertugrar645 teaches a 
server connecting between two Internet connection computers to route e-mail message. 
Ma'857 teaches a requested message includes the gatekeeper address (see Ma*857 col. 7, lines 
23-32). Thus, it is clear that Ertugrur645's email message to the second/recipient computer 
can include a gatekeeper address so that the recipient can set-up a call with the utilizing 
appropriate gateway per Ma'857's teachings. 
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In view of this, having the system of Ertugrur645 and then given the teaching of 
Ma*8575 it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the system of Ertugrur645, by providing a gatekeeper and 
gateway to set up the call, as taught by Ma'857. The motivation to combine is to obtain the 
advantages/benefits taught by Ma*857 since Ma'857 states at col. 1, line 65 to coL2, hnes 1 
that such modification would provide address resolution, call admission control and 
bandwidth management. 

Regarding claim 4, the combined system of Ertugrur645 and Ma'857 discloses all 
aspects of the claimed invention set forth in the rejection of Claim 3 as described above, and 
Ertugrur645 further teaches wherein authentication information is supplied in the e-mail 
about the e-mail user sending the e-mail (see FIG. 3, user table 300, see page 5, paragraph 
48-53; note the authentication/security information of the email user is supplied in the 
email message). Ma'857 discloses wherein said gatekeeper is further adapted to confirm 
authentication information supphed in the message (see col. 4, lines 25-31; note that the 
gatekeeper performs the administrative and control functions. Thus, it is clear that it 
must confirm the valid user from the call set up request message before establishing the 
connection). 

In view of this, having the system of Ertugrur645 and then given the teaching of 
Ma*857, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the system of Ertugrur645, by providing a gatekeeper, as 
taught by Ma'857, for the same motivation as stated above in Claim 3. 
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5. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwards'127 in view 
ofMa'857. 

Regarding claim 6, Edwards' 127 discloses said second Internet connection device 
generating said telephone call may be connected to said telephone number as described 
above in claim 5. 

Edwards' 127 does not exphcitly disclose obtaining from a gatekeeper the address of a 
gateway. 

However, the above-mentioned claimed hmitations are taught by Ma'857. In 
particular, Ma'857 teaches the Internet connection device (see FIG. 1, the calling end points 
1112,116,118, or 114 device) obtaining the from a gatekeeper (see FIG. 1, Gatekeeper 108 
or 109) the address of a gateway (see FIG. 1, Gateway 104 or 106; FIG. 4, step 402-406; 
see col. 7, lines 20-44; note that a gatekeeper address is obtained by the endpomt device, 
and each gatekeeper administers the gateways address in order to setup the connection. 
Thus, each endpomt obtains the gateway address via a gatekeeper) through which said 
telephone call may be connected to said telephone number (see col. 4, lines 53-62 and col. 5, 
lines 6-lS; the call between computer terminals 121 and 118 can be routed to telephone 
112 via gateways). 

In view of this, having the system of Edwards* 127 and then given the teaching of 
Ma'857, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the system of Edwards* 127, by providing a gatekeeper and 
gateway to set up the call, as taught by Ma*857. The motivation to combine is to obtain the 
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advantages/benefits taught by Ma'857 since Ma'857 states at col. 1, line 65 to col.2, lines 1 
that such modification would provide address resolution, call admission control and 
bandwidth management. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ian N Moore whose telephone number is 703-605-1 53 1 . The 
examiner can normally be reached on M-F: 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Ngo can be reached on 703-305-4798. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubHshed applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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NOTICE OF OFFICE PLAN TO CEASE SUPPLYING COPIES OF CITED U.S. PATENT 
REFERENCES WITH OFFICE ACTIONS, AND PILOT TO EVALUATE THE 
ALTERNATIVE OF PROVIDING ELECTRONIC ACCESS TO SUCH U.S. PATENT 

REFERENCES 



The United States Patent and Trademark OflBce (Office or USPTO) plans in the near future to: 

(1) cease mailing copies of U.S. patents and U.S. patent application publications (US patent 
references) with Office actions except for citations made during the international stage of an 
international application imder the Patent Cooperation Treaty and those made during 
reexamination proceedings; and (2) provide electronic access to, with convenient downloading 
capability of, the US patent references cited in an Office action via the Office's private Patent 
Application Information Retrieval (PAIR) system which has a new feature called "E-Patent 
Reference." Before ceasing to provide copies of U.S. patent references with Office actions, the 
Office shall test the feasibility of the E-Patent Reference feature by conducting a two-month pilot 
project starting with Office actions mailed after December 1, 2003. The Office shall evaluate the 
pilot project and publish the results in a notice which will be posted on the Office's web site 
(www .USPTO. gov) and in the Patent Official Gazette (O.G.). In order to use the new E-Patent 
Reference feature during the pilot period, or when the Office ceases to send copies of U.S. patent 
references with Office actions, the applicant must: (1) obtain a digital certificate from the Office; 

(2) obtain a customer number from die Office, and (3) properly associate applications with the 
customer number. The pilot project does not involve or affect the current Office practice of 
supplying paper copies of foreign patent documents and non-patent literature with Office actions. 
Paper copies of references will continue to be provided by the USPTO for searches and written 
opinions prepared by the USPTO for international applications during the international stage and 
for reexamination proceedings. 

Description of Pilot Project to Provide Electronic Access to Cited U.S. Patent 
References 

On December 1, 2003, the Office will make available a new feature, E-Patent Reference, in the 
Office's private PAIR system, to allow more convenient downloading of U.S. patents and U.S, 
patent application publications. The new feature will allow an authorized user of private PAIR 
to download some or all of the U.S. patents and U.S. patent application publications cited by an 
examiner on form PTO-892 in Office actions, as well as U.S. patents and U.S. patent application 
publications submitted by applicants on form PTO/SB08 (1449) as part of an EDS. The retrieval 
of some or all of the documents may be performed in one downloading step with the documents 
encoded as Adobe Portable Document format (.pdf) files, which is an improvement over the 
current page-by-page retrieval capability from other USPTO systems. 
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references. The Office plans to continue to provide access to the E-Patent Reference feature 
during its evaluation of the pilot. 

Comments 

Comments concerning the E-Patent Reference feature should be in writing and directed to the 
Electronic Business Center (EBC) at the USPTO by electronic mail at eRefcrence(5hi$pto.£ov or 
by facsimile to (703) 308-2840. Conunents will be posted and made available for public 
inspection. To ensure that comments are considered in the evaluation of the pilot project, 
comments should be submitted in writing by January 15, 2004. 

Comments with respect to specific applications should be sent to the Technology Centers' 
customer service centers. Comments concerning digital certificates, customer numbers, and 
associating customer numbers with applications should be sent to the Electronic Business Center 
(EBC) at the USPTO by facsimile at (703) 308-2840 or by e-mail at EBC@uspto.gov. 

Implementation after Pilot 

After the pilot, its evaluation, and publication of a subsequent notice as indicated above, the 
Office expects to implement its plan to cease mailing pq)er copies of U.S. patent references cited 
diuing examination of non provisional applications on or after February 2, 2004; although copies 
of cited foreign patent documents, as well as non-patent literature, will still be mailed to the 
applicant until such time as substantially all applications have been scanned into IFW. 

For Further Information Contact 

Technical information on the operation of the IFW system can be found on the USPTO website 
at http://www.uspto.gov/web/patents/ifw/index.html. Conunents concerning the E-Patent 
Reference feature and questions concerning the operation of the PAIR system should be directed 
to the EBC at the USPTO at (866) 217-9197. The EBC may also be contacted by facsimile at 
(703) 308-2840 or by e-mail at EBC@uspto.gov. 





Nicholas F. Godici 
Commissioner for Patents 
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